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REMARKS 



Claims 1, 7, 10-16 and 20-29 have been amended, claims 8, 9, 19, and 30-46 have 
been canceled, claims 47 and 48 have been added, and claims 1-7, 10-18, 20-29, 47 and 48 
remain pending in this application. 

Rejection Under 35 U.S.C. §112, First Paragraph 

Claims 1-7 and 9-23 have been rejected under 35 U.S.C. §112, first paragraph, 
"because the specification, while being enabling for the preparation of a 'compound' (or 
'sensor') wherein the 'diacetylene functional groups 1 are intramolecularly polymerized 1 after 
the attachment of the 'diacetylene functional groups' to the 'dendritic polymer 1 , does not 
reasonably provide enablement for the reaction of a 'diacetylene reagent 1 with a 'dendritic 
polymer' wherein the 'diacetylene functional groups are intramolecularly polymerized' prior to 
the attachment to the 'dendritic polymer. 1 " (Emphasis in the original statement.) 

This rejection has been overcome with respect to claims 9-29 by cancellation of claims 
9 and 19, and replacement with new claims 47 and 48 which define the invention in terms of a 
product-by-process which requires intramolecular linking of the diacetylene-containing 
moieties after the diacetylene-containing moieties have been bonded to a dendritic polymer 
core molecule. 

With respect to claims 1-7, it is respectfully submitted that the rejection is 
inappropriate, since the claimed invention is a compound, not a method or process for making 
a compound. A claim to a compound is enabled by a disclosure of any single process for 
making the claimed compound. The appropriate test for enablement (MPEP Section 2164.01) 
is whether the specification, when filed, contains sufficient information regarding the subject 
matter of the claims as to enable one skilled in the pertinent art to make and use the claimed 
invention. The Examiner has stated that the claims are enabling for the preparation of a 
compound wherein the diacetylene functional groups are intramolecularly polymerized after the 
attachment of the diacetylene functional groups. This is all that is required. There is not any 
law, rule, or theory that supports the proposition that a claim to a compound must be enabled 
with respect to any conceivable process for making the compound, as well as hypothetical 
processes that are unknown to both the inventor and to those having ordinary skill in art. 
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In view of the above remarks, it is respectfully submitted that the rejection under 35 
U.S.C. §112, first paragraph has been overcome with respect to claims 9-29, and is 
inappropriate as applied to claims 1-7. Applicants respectfully request that the Examiner either 
withdraw the rejection or provide legal authority for the proposition that enablement under 35 
U.S.C. §112, first paragraph, requires disclosure of a plurality of different processes for 
making a claimed compound, including hypothetical processes that were not contemplated by 
the inventor, and which are not known to those skilled in the art. 

Rejections Under 35 U.S.C. §112 

Claims 1-7 and 9-29 have been rejected under 35 U.S.C. §112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which the Applicants regard as their invention. Specifically, the Examiner has found the 
expressions "segments" and "diacetylene moieties* indefinite. Further, the Examiner has 
objected to claims 1, 9 and 19 because it is unclear how the dendritic polymer and diacetylene 
reagent or segments are linked to each other. Further, the Examiner has stated that it is 
unclear how the sensory groups are bonded to the diacetylene moieties in claim 19, and that 
there is not any antecedent basis for the term "diacetylene monomer" in claim 19. 

The claims have been amended to overcome the specific bases for indefiniteness set 
forth by the Examiner. The expressions "diacetylene moieties" and "segments" have been 
deleted from claim 1 . All of the claims have been amended to clarify that the diacetylene 
moiety (-C=C-CsC-) group is part of a moiety that is covalently bonded to a dendritic 
polymer molecule. This is explained, for example, at page 9, lines 1-4 of the specification, 
and shown in Figs. 1-4. Claim 19 has been amended to require that the sensory groups are 
chemically bonded to the intramolecularly linked pendant moieties. This is explained at page 
12, lines 4-10 of the specification, and shown in the drawings. Claim 26 has been amended to 
eliminate the expression "diacetylene monomer." Finally, the expression "intramolecularly 
linked" has been used consistently in the claims, replacing the expression "intramolecular 
polymerized" in original claim 9. 
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Claim 9 has also been objected to as being a duplicate of claim L It is respectfully 
submitted that new claim 47, which replaces claim 9, is not a duplicate of claim 1, to the extent 
that it includes process limitations not present in claim 1. 

Nonstatutory Double Patenting Rejection 

Claims 1-7 and 9-29 have been provisionally rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 13-16 of 
copending Application No, 10/7 12,739 . 

Applicants will respond to an actual obviousness-type double patenting rejection in the 
event that the alleged conflicting claims of Serial No. 10/068,378 are patented. 



In view of the above amendments and remarks, it is respectfully submitted that the 
application is in condition for allowance and notice of the same is earnestly solicited. 



CONCLUSION 



Respectfully submitted, 

STEVEN N. KAGANOVE ET AL. 

By; Price, Heneveld, Cooper, 



DeWitt & Litton, LLP 



March 17, 2005 
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